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Detailed Office Action 
Election/Restrictions 

1. Applicant's election without traverse of claims 92-1 10 in the reply filed on 10/17/05 is 
acknowledged. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 102-1 10 are rejected under 35 U.S. C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

1) In claim 102, line 4, "the undercut slot" lacks antecedent basis; depending claims 103- 
1 10 are similarly rejected by incorporating the same deficiency as a result of claim dependency. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

5. Claims 102 and 106 are rejected under 35 U.S.C. 102(a) as being anticipated by Zierolf 
(WO 00/60780). 

1) Regarding claim 102: 

Zierolf discloses an electronic tag apparatus comprising: a circumferential slot ("gap" in 
Fig. 1 or "groove" or "channel" 44 of Fig. 3) formed in an inner wall of a tubular member (Fig. 3 
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or Fig. 1); an electronic tag (28) coupled to a circumferential ring (Fig. 3 and page 19, lines 16- 
23; Fig. 1 and page 13, lines 9-26), the ring disposed in the slot and adapted to secure the 
electronic tag in place (Figs. 1 & 3). 

2) Regarding claim 106, Zierolf met all of the claimed subject matter as in claim 102, 
including: 

-the claimed wherein the ring comprises a polymer material (page 19, lines 21-22). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claim 1 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Zierolf 

1) Regarding claim 1 10, Zierolf met all of the claimed subject matter as in claim 102, 

except: 

—specifying the claimed said ring comprises a split ring. 

However, it would have been obvious to one of ordinary skill in the art at the time of the 
claimed invention that various resilient material can be used to implement the ring in Zierolf, so 
that either a split ring configuration or an enclosed ring configuration can be used without 
changing its intended function. 

8. Claims 92, 95-96 and 107-108 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Zierolf view of Ohashi et al. (JP404019485A with English Abstract). 
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1) Regarding claim 92: 

a) Zierolf teaches an electronic tag apparatus comprising: a slot ("gap" in description of 
Fig. 1; "groove" or "channel" 44 of Fig. 3) formed at a selected azimuthal location in an inner 
wall of a tubular member (Figs. 1-5); an electronic tag (30) disposed in the slot; and a material 
(O-ring seal 22 of Fig. 1; RF-transparent material 46 in groove/channel 44 of Fig. 3 and page 19, 
lines 18-23) disposed in the slot adapted to form a barrier between the electronic tag and the 
inner wall of the tubular member and to physically secure the electronic tag to the slot without 
specifying the specific technique in which such securing material is being formed or installed in 
the slot; 

while b) Ohashi et al. teaches the known securing of an electronic tag (6) in a recess (7a) 
by disposing the tag in the recess (6), and disposing a potting material (20) in the recess, so that 
the potting material is adapted to form a barrier between the tag and the recess wall and to 
adhesively bond the tag to the recess (Abstract translation and Figs. 3 and 10). 

In view of the teachings by Zierolf and Ohashi et al., it would have been obvious to one 
of ordinary skill in the art at the time of the claimed invention to alternatively or additionally use 
a known potting technique of Ohashi et al. for securing of the tag and/or the installation ring in 
the slot in Zierolf using the securing material so as to provide a secure mounting for the tag in 
the inner wall of the tubular member. 

2) Regarding claim 95, Zierolf and Ohashi et al. render all of the claimed subject matter 
obvious as in the consideration of claim 92, wherein the claimed plurality of slots having potted 
electronic tags is met by Fig. 2 of Zierolf 
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3) Regarding claim 96, Zierolf and Ohashi et al. render all of the claimed subject matter 
obvious as in the consideration of claim 92, wherein the claimed circumferential undercut slot is 
met by Fig. 3 of Zierolf. 

4) Regarding claims 107-108, Zierolf met all of the claimed subject matter as in claim 
102, except: 

-specifying the claimed said ring comprises a ceramic or epoxy material. 

With the combination of Zierolf and Ohashi et al. as established in the consideration of 
claim 92, potting material in addition to the installation ring is used to secure the tag in the slot. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
claimed invention that with the use of the potting material, the ring in Zierolf and Ohashi et al. 
can be implemented using materials including epoxy and ceramic material without deviating 
from the intended functions or unexpected results. 

9. Claims 93-94 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zierolf in 
view of Ohashi et al. and Heisele et al. (DE4238225A1 with English Abstract). 

1) Regarding claims 93-94, Zierolf and Ohashi et al. render all of the claimed subject 
matter obvious as in claim 92, except: 

-the claimed further comprising a cover adapted to be positioned in the slot and to cover 
at least a portion of the electronic tag, wherein the cover comprises a flange adapted to 
mechanically secure the cover in the slot. 

Heisele et al. teaches mounting of an electronic tag (transponder 3) in a recess using 
moulded resin 4 and cover 5 having flange for mechanical securing in the recess as claimed (See 
English Abstract and Fig. 4). 
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In view of the teachings by Zierolf, Ohashi et al and Heisele et al., it would have been 
obvious to one of ordinary skill in the art at the time of the claimed invention to additionally use 
a flanged cover as taught by Heisele et al. to secure the electronic tag in the potted slot in Zierolf 
and Ohashi et al. as an additional layer of protecting for ensuring the intended operability of the 
electronic tag especially under harsh environments of the bore hole pipe environment in Zierolf 
10. Claims 103-105 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zierolf in 
view of Forster et al. (US6469627). 

1) Regarding claim 103, Zierolf met all of the claimed subject matter as in claim 102, 

except: 

-the claimed wherein the circumferential ring comprises a flexible metal installation ring 
adapted to deform when being inserted into the slot and to return to a substantially un-deformed 
shape after insertion. 

Zierolf teaches use of a resilient O-ring 22 for securing the tag 30 to the slot 20 on the 
inner surface of the tubular member (page 13, lines 9-24) without specifying its material, and use 
of resilient ring of RF-transparent material for securing tag 30 in slot 44 in Fig. 3. 

In the same art of mounting an electronic tag in a slot, Forster teaches using an 
installation ring of resilient, shape-memory material (col. 3, lines 24-40 and col. 3, line 59 to col. 
4, line 4) adapted to deform when being inserted into the slot and to return to a substantially un- 
deformed shape after insertion so as to friction-fit in the slot (Fig. 4B). 

In view of the teachings by Zierolf and Forster et al., it would have been obvious to one 
of ordinary skill in the art at the time of the claimed invention to utilize resilient, deformable 
material adapted for friction-fit in the slot as taught by Forster et al. to implement the installation 
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ring in Zierolf to better secure the tag in the slot of the tubular member, and furthermore, that 
various materials known in the art that is resilient and able to be deformed under applied force 
and thereafter returned to its default form/shape during installation as described by Forster, 
including metal, can be used to implement such installation ring without unexpected results, as 
long as when using non-RF transparent material such as metal, appropriate measure is taken to 
ensure adequate communication from the tag, such as by using a gap in the metal ring through 
which signals can be emanated, by mounting the tag on the exterior surface of the metal ring, etc. 
2) Regarding claim 104, Zierolf met all of the claimed subject matter as in claim 102, 

except: 

-the claimed wherein the tag comprises a ratchet installation ring adapted to radially 
expand so as to fit within the circumferential slot. 

Zierolf teaches use of a resilient O-ring 22 for securing the tag 30 to the slot 20 on the 
inner surface of the tubular member (page 13, lines 9-24) without specifying its material, and use 
of resilient ring of RF-transparent material for securing tag 30 in slot 44 in Fig. 3. 

In the same art of mounting an electronic tag in a slot, Forster teaches using an 
installation ring of resilient, shape-memory material (col. 3, lines 24-40 and col. 3, line 59 to col. 
4, line 4) adapted to deform when being inserted into the slot and to expand to a substantially un- 
deformed shape after insertion so as to friction- fit in the slot (Fig. 4B). 

In view of the teachings by Zierolf and Forster et al., it would have been obvious to one 
of ordinary skill in the art at the time of the claimed invention to utilize resilient, deformable 
material adapted for friction- fit in the slot as taught by Forster et al. to implement the installation 
ring in Zierolf to better secure the tag in the slot of the tubular member, and furthermore, to 
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include a well known ratchet in the ring as a means of adjusting the diameter of the ring to 
conform to various sizes of tubes/pipes intended for installation. 

3) Regarding claim 105, Zierolf met all of the claimed subject matter as in claim 102, 

except: 

-the claimed wherein the tag comprises biased tabs formed thereon and adapted to 
compress so the tag can be inserted in the slot and to release into a securing position after 
insertion. 

Zierolf teaches use of a resilient O-ring 22 for securing the tag 30 to the slot 20 on the 
inner surface of the tubular member (page 13, lines 9-24) without specifying its material, and use 
of resilient ring of RF-transparent material for securing tag 30 in slot 44 in Fig. 3. 

In the same art of mounting an electronic tag in a slot, Forster teaches using an 
installation ring of resilient, shape-memory material (col. 3, lines 24-40 and col. 3, line 59 to col. 
4, line 4) with biased tabs (the 2 ends in Fig. 4B) adapted to deform under applied force when 
being inserted into the slot and to expand to a substantially un-deformed shape after insertion so 
as to friction-fit in the slot (Fig. 4B). 

In view of the teachings by Zierolf, Ohashi et al. and Forster et al., it would have been 
obvious to one of ordinary skill in the art at the time of the claimed invention to utilize a 
resilient, deformable structure having biased tabs that holds the tag and adapted for friction-fit in 
the slot as taught by Forster et al. to implement the installation ring in Zierolf to better secure the 
tag in the slot of the tubular member. 

1 1 . Claim 109 is rejected under 35 U.S.C. 103(a) as being unpatentable over Zierolf in view 
of Savage et al. (US 2003/0156033A1). 
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1) Regarding claim 109, Zierolf met all of the claimed subject matter as in claim 102, 

except: 

—the claimed wherein the circumferential ring comprises ridges formed on an outer 
surface thereof and adapted to axially secure the ring in place in the slot. 

, Zierolf teaches use of a resilient O-ring 22 for securing the tag 30 to the slot 20 on the 
inner surface of the tubular member (page 13, lines 9-24), and use of resilient ring for securing 
tag 30 in slot 44 in Fig. 3. 

In the same art of mounting an electronic tag in a slot on a surface of a tubular member, 
Savage et al. teaches using an installation member having ridges formed on an outer surface 
thereof and adapted to axially secure the installation member in place in the slot (Fig. 5). 

In view of the teachings by Zierolf and Savage et al., it would have been obvious to one 
of ordinary skill in the art at the time of the claimed invention to include ridges as taught by 
Savage et al. on the outer surface of the installation ring of Zierolf to cooperate with ridges on 
the slot to better secure the tag in the slot of the tubular member by virtue of the 
mechanical/frictional engagement of the ridges. 

12. Claims 97-101 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zierolf in 
view of Ohashi et al. and Forster et al. 

1) Regarding claims 97-99, Zierolf and Ohashi et al. render all of the claimed subject 
matter obvious as in claim 96, except: 

-the claimed metal, polytetrafluoroethylene, or flexible epoxy installation ring adapted to 
deform when being inserted into the slot and to return to a substantially un-deformed shape after 
insertion. 
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Zierolf teaches use of a resilient O-ring 22 for securing the tag 30 to the slot 20 on the 
inner surface of the tubular member (page 13, lines 9-24) without specifying its material, or use 
of resilient ring of RF-transparent material for securing tag 30 in slot 44 in Fig. 3. 

In the same art of mounting an electronic tag in a slot, Forster teaches using an 
installation ring of resilient, shape-memory material (col. 3, lines 24-40 and col. 3, line 59 to col. 
4, line 4) adapted to deform when being inserted into the slot and to return to a substantially un- 
deformed shape after insertion so as to friction-fit in the slot (Fig. 4B). 

In view of the teachings by Zierolf, Ohashi et al. and Forster et al., it would have been 
obvious to one of ordinary skill in the art at the time of the claimed invention to utilize resilient, 
deformable material adapted for friction-fit in the slot as taught by Forster et al. to implement the 
installation ring in Zierolf and Ohashi et al. to better secure the tag in the slot of the tubular 
member, and furthermore, that various materials known in the art that is resilient and able to be 
deformed under applied force and thereafter returned to its default form/shape during installation 
as described by Forster, including metal, polytetrafluoroethylene, flexible epoxy, etc., can be 
used to implement such installation ring without unexpected results, as long as when using non- 
RF transparent material such as metal, appropriate measure is taken to ensure adequate 
communication from the tag, such as by using a gap in the metal ring through which signals can 
be emanated, by mounting the tag on the exterior surface of the metal ring, etc. 

2) Regarding claim 100, Zierolf and Ohashi et al. render all of the claimed subject matter 
obvious as in claim 96, except: 

—the claimed wherein the tag comprises a ratchet installation ring adapted to radially 
expand so as to fit within the circumferential slot. 
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Zierolf teaches use of a resilient O-ring 22 for securing the tag 30 to the slot 20 on the 
inner surface of the tubular member (page 13, lines 9-24). 

In the same art of mounting an electronic tag in a slot, Forster teaches using an 
installation ring of resilient, shape-memory material (col. 3, lines 24-40 and col. 3, line 59 to col. 
4, line 4) adapted to deform when being inserted into the slot and to expand to a substantially un- 
deformed shape after insertion so as to friction-fit in the slot (Fig. 4B). 

In view of the teachings by Zierolf, Ohashi et al. and Forster et al., it would have been 
obvious to one of ordinary skill in the art at the time of the claimed invention to utilize resilient, 
deformable material adapted for friction- fit in the slot as taught by Forster et al. to implement the 
installation ring in Zierolf and Ohashi et al. to better secure the tag in the slot of the tubular 
member, and furthermore, to include a well known ratchet in the ring as a means of adjusting the 
diameter of the ring to conform to various sizes of tubes/pipes intended for installation. 

3) Regarding claim 101, Zierolf and Ohashi et al. render all of the claimed subject matter 
obvious as in claim 96, except: 

—the claimed wherein the tag comprises biased tabs formed thereon and adapted to 
compress so the tag can be inserted in the slot and to release into a securing position after 
insertion. 

Zierolf teaches use of a resilient O-ring 22 for securing the tag 30 to the slot 20 on the 
inner surface of the tubular member (page 13, lines 9-24). 

In the same art of mounting an electronic tag in a slot, Forster teaches using an 
installation ring of resilient, shape-memory material (col. 3, lines 24-40 and col. 3, line 59 to col. 
4, line 4) with biased tabs (the 2 ends in Fig. 4B) adapted to deform under applied force when 
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being inserted into the slot and to expand to a substantially un-deformed shape after insertion so 
as to friction-fit in the slot (Fig. 4B). 

In view of the teachings by Zierolf, Ohashi et al. and Forster et al., it would have been 
obvious to one of ordinary skill in the art at the time of the claimed invention to utilize a 
resilient, deformable structure having biased tabs that holds the tag and adapted for friction- fit in 
the slot as taught by Forster et al to implement the installation ring in Zierolf and Ohashi et al. to 
better secure the tag in the slot of the tubular member. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

1) US 6778088, 5992739, 6452497, 5541574, 5500065, 6802659, 6546982 
-Similar mounting arrangements of an electronic tag. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin C. Lee whose telephone number is (571) 272-2963. 
The examiner can normally be reached on Mon -Thu 1 l:00Am-7:30Pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Wu can be reached on (571) 272-2964. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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